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Amendments to the Claims 

Please cancel Claim(s) 17-33 and 88-91. Please amend Claims 34, 40-41, 52-53, 55, 57, 
61-63, 70 and 85. The Claim Listing below will replace all prior versions of the claims in the 
application: 

Claim Listing 

Claims 1-33 (Canceled) 

* 

34. (Currently amended) A method for providing directory assistance information in a 
public telecommunication network, the network comprising a customer station and a call 
processing station, the method comprising: 
at the customer station, 

dialing a telephone number used for accessing the call processing station; 
setting up a call connection from the customer station to the call processing 
station; 

providing a request for information relating to a telephone number for a specific 

provider of goods or services; 
at the call processing station, 

receiving the request for information from the customer station; 

examining the request for information to identify a subject matter area associated 

with the specific provider of goods or services; 
automatically selecting an advertisement categorized within the subject matter 

area; 

receiving the selected advertisement from a stored media; 
forwarding the selected advertisement to the customer station; and 
at the customer station, 

receiving the selected advertisement. 
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35. (Previously Presented) The method of claim 34, further comprising: 

querying a database to determine the selected advertisement* the querying using 
as at least one query parameter from the examining the request for information. 

36. (Previously Presented) The method of claim 35, wherein the query parameter is a geographic 
location component of the specific provider of goods or services in the request for information. 

37. (Previously Presented) The method of claim 35, wherein the query parameter is a name of a 
business that is the specific provider of goods or services. 

38. (Previously Presented) The method of claim 35, wherein the query parameter is a general 
type of business associated with the specific provider of goods or services specified in the 
request for information. 

39. (Previously Presented) The method of claim 35, wherein the query parameter is a description 
of a product or service. 

40. (Currently amended) The method of claim 35, wherein the query parameter is a code 
associated with the specific provider of goods or services related to the request for information. 

41 . (Currently amended) The method of claim 40, wherein the code is a Standard Industry 
Classification (SIC) code of the specific provider of the poods or services related to the request 
for information. 

42. (Previously Presented) The method of claim 34, further comprising: 

causing the advertisement to be played to the customer station in an audible form. 

43. (Previously Presented) The method of claim 34, further comprising; 

causing the advertisement to be played to the customer station in a visual form. 
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44. (Previously Presented) The method of claim 34, wherein the automatically selecting an 
advertisement further comprises : 

automatically selecting the advertisement based on an additional criteria including at least 
one of geographic location for the customer station or a telephone number for the customer 
station. 

45. (Previously Presemed) The method of claim 34, further comprising: 

providing access to a service associated with the selected advertisement. 

46. (Previously Presented) The method of claim 45, further comprising: 

connecting the customer station to a telephone number associated with the selected 
advertisement. 

47. (Previously Presented) The method of claim 46 wherein the connecting is performed only 
after optionally prompting the user of the customer station. 

48. (Previously Presented) The method of claim 34, further comprising: 

querying a database to determine the selected advertisement, the querying using 
the associated subject matter area identified from the request as at least one database 
query parameter. 

49. (Previously Presented) The method of claim 48, wherein the database query furthermore 
returns an optional intercept parameter associated with the selected advertisement, wherein the 
optional intercept parameter is used to determine whether the user of the customer station is to be 
prompted to request access to a service associated with the advertisement. 

50. (Previously Presented) The method of claim 34, further comprising: 
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querying a database to determine the selected advertisement, the querying using 
the associated subject matter area determined from the request and a location associated 
with the customer station as database query parameters. 

5 1 . (Previously Presented) The method of claim 34, further comprising: 

connecting the customer station to a telephone number for the specific provider 
associated with the request for infonnation. 

52. (Currently Amended) The method of claim H 47, wherein the connecting to a telephone 
rnuqber associated with die selected advertisement is provided at reduced cost as compared to a 
standard cost for a request for directory information associated with a telecommunication service 
provider. 

53. (Currently Amended) The method of claim £t 47, wherein the connecting to a telephone 
number associated with the selected advertisement is provided without cost to the user of the 
customer station. 

54. (Previously Presented) The method of claim 35, wherein the query parameter is the 
telephone number associated with the specific provider associated with the request for 
information. 

55. (Currently Amended) The method of claim 54, wherein the query parameter is a SIC code 
associated with the telephone number associated with the specific provider. 

56. (Previously Presented) The method as in claim 34 wherein the request for information 
relating to a telephone number for a specific provider of goods or services does not inherently 
determine the subject matter area. 

57. (Currently Amended) A computer readable medium encoded with computer executable 
instructions to: 
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receive a request for information relating to a specific provider of goods or 
services from a customer station in a public network : 

examine the request for information to identify a subject matter area associated 
with the specific provider of goods or services; 

select an advertisement categorized within the subject matter area associated with 
the specific provider of goods or services automatically; and 

receive the selected advertisement from a stored media and forward the selected 
advertisement to the customer station. 

58. (Previously Presented) The machine-accessible medium of claim 57, further containing 
instructions that, when executed, cause the machine to: 

select an advertisement based on at least one of geographic location for the customer 
station and a telephone number for the customer station. 

59. (Previously Presented) The machine-accessible medium of claim 57 s further containing 
instructions that, when executed, cause the machine to: 

provide access to a service associated with the selected advertisement. 

60. (Previously Presented) The machine-accessible medium of claim 57, further containing 
instructions that, when executed, cause the machine to: 

connect the customer station to a telephone number associated with the selected ■ 
advertisement. 

61 . (Cutrently Amended) The machine-accessible medium of claim 60, wherein the connect of 
the customer station to a telephone number associated with the selected advertisement is 
performed only after an optional prompt of the user of the customer station. 

62. (Currently Amended) The machine-accessible medium of claim 60, wherein the connect of 
the customer station to a telephone number associated with the selected advertisement is 
provided without cost to the user of the customer station. 
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63. (Currently Amended) A system comprising: 

a customer station including call connection circuitry; and 

a call processing station that operates to receive a request for public network directory 
assistance information from the customer station, to examine the request for directory assistance 
information to identify a subject matter area associated with a specific provider of goods or 
services, to automatically select an advertisement categorized within the subject matter area and 
to selectively forward the selected advertisement to the customer station. 

64. (Previously Presented) The system of claim 63 s the customer station further comprising: 

a user input device to obtain a telephone number used for accessing the call 
processing station; 

a transmitter that operates to transmit the request for directory assistance 
information received from the user, wherein the call connection circuitry operates to set up a call 
connection from the customer station to the call processing station; and 

a first a receiver that operates to receive the selected advertisement. 

65. (Previously Presented) The system of claim 63, the call processing station further 
comprising: 

a second receiver that operates to receive the request for directory assistance 
information from the customer station; and 

a processor that operates to retrieve the selected advertisement from a stored 

media. 

66. (Previously Presented) The system of claim 63, further comprising: 

a database apparatus that operates to process a query to determine the selected 
advertisement, the query having at least one query parameter derived from the request for 
directory assistance information. 
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67. (Previously Presented) The apparatus of claim 64, wherein the query parameter is a 
geographic location component of the specific provider of goods or services in the request for 
information. 

68. (Previously Presented) The system of claim 66, wherein the query parameter is a name of a 
business that is the specific provider of the goods or the services. 

69. (Previously Presented) The system of claim 66, wherein the query parameter is a description 
of a good or service. 

70. (Currently Amended) The system of claim 66, wherein the query parameter is a code 
associated with the request for directory assistance information related to a provider of one of 
goods and services. 

71. (Previously Presented) The system of claim 70, wherein the code is a Standard Industry 
Classification (SIC) code. 

72. (Previously Presented) The system of claim 63, further comprising: 

an audio output device that operates to cause the advertisement to be played to the 
customer station in an audible form. 

73. (Previously Presented) The system of claim 63, further comprising: 

a visual output device that operates to cause the advertisement to be displayed ax the 
customer station, 

74. (Previously Presented) The system of claim 63, wherein the processor further automatically 
selects the advertisement based on a telephone number requested by the user. 
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75. (Previously Presented) The system of claim 63 7 wherein the call processing station further 
provides access to a service associated with the selected advertisement. 

76. (Previously Presented) The system of claim 75, wherein the customer station is selectively 
connected to a telephone number associated with the selected advertisement. 

77. (Previously Presented) The system of claim 76 wherein the customer station is connected to 
the service provider associated with the selected advertisement only after prompting the user. 

78. (Previously Presented) The system of claim 63, wherein The database further determines the 
selected advertisement by using the associated subject matter area identified from the request for 
directory assistance information as at least one database query parameter. 

79. (Previously Presented) The system of claim 78, wherein the database query returns an 
optional intercept parameter associated with the selected advertisement, and the optional 
intercept parameter is used to determine whether the user of the customer station is to be 
prompted to request access to a service associated with the selected advertisement. 

80. (Previously Presented) The system of claim 63, wherein the database further determines the 
selected advertisement by using the associated subject matter area determined from the request 
for directory assistance information and a location associated with the customer station as 
database query parameters. 

81. (Previously Presented) The system of claim 63, wherein the customer station is selectively 
connected to a telephone number for the specific provider associated with the request for 
information. 

82. (Previously Presented) The system of claim 81. wherein the connection is provided at 
reduced cost as compared to a standard cost for a request for directory assistance information 
associated with a telecommunication service provider. 
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83. (Previously Presented) The system of claim 81, wherein the connection is provided without 
cost to the user of the customer station. 

84. (Previously Presented) The system of claim 66, wherein the query parameter is the telephone 
number associated with the specific provider associated with the request for directory assistance 
information, 

85. (Currently Amended) The system of claim 84, wherein the query parameter is a SIC code 
associated with the telephone number associated with the specific provider. 

86. (Previously Presented) The system of claim 63, wherein the request for directory assistance 
information relating to a telephone number for the specific provider of the goods or the services 
does not inherently determine the subject matter area. 

87. (Previously Presented) The method of claim 23, further comprising: 

providing said user with the selected number if said user does not agree to be connected 
to the advertised provider. 



Claims 88-91 (Canceled) 
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REMARKS 



I The Proposed Amendments arc Timely 



Entry of the foregoing amendment to the claims is respectfully requested. Entry of the 
amendment considered timely and proper tinder 37 C.F.R, §1.11 6 for at least the following 
reasons. 

The amendment cancels Claims 17-33 and 88-91 which reduces the number of issues on 

appeal. 

The amendment to Claim 34 further specifies that the type of network in which the 
directory assistance method operates is a pub lic telecommunication network. A similar 
amendment is made to independent Claim 57 and independent Claim 63. This amendment is 
made to further define over U.S. Patent No. 6,970,548 issued to Pines et al ("Pines") prior art, 
which was cited for the very first time in the last office action. The amendment is considered 
timely as the Applicant was not previously aware of this prior an and could not therefore have 
previously addressed this issue. 

In any event, entry of the amendment to Claim 34 will reduce the number of issues on 
appeal as it narrows the claim. 

The amendments to dependent claims 40, 41 and 70 are suggested to better clarify the 
Applicant's invention as previously stated. For example, the amendments to these claims clarify 
that the code is associated with the specific provider of goods or services related to the request 
for information. 

Similarly, the amendments to dependent claims 52 and 53 further clarify that the step of 
connecting to the telephone number is the telephone number associated with the selected 
advertisement- These amendments to claims 52 and 53 thus add certain features that were 
previously presented as components of dependent claim 46. 

furthermore, the amended claim 52 would also now more closely track the wording of 
claim 62, which is currently amended for clarification similarly to claim 61. This also reduces 
the number of issues for appeal. 
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The amendments of claim 57 include suggested limitations included in the Office Action 
as well as limitations to further define over Pines and to reduce the number of issues on appeal as 
they narrow the claim. 

Claims 55 and 85 are amended for correcting a typographical error. 

The amendments do not contain any new matter. 

II. Review of the Present Invention 

The present invention is directed to a free-to-consumer directory assistance service. The 
cost of the service is supported by playing an advertisement that is categorized within the general 
subject matter of the original request for directory assistance. 

For example, in one embodiment of the invention, a caller may dial a toll free number for 
directory assistance for a telephone number in a public network. The caller then states that they 
are looking for a telephone number such as for "Bob f s Service, in Petaluma, California". The 
invention then looks up the telephone number for Bob's Service as any directory assistance 
method would. 

However, before playing back the requested number, the invention determines a subject 
matter category associated with the directory assistance request. In this example, "Bob's 
Service" is a residential plumber. The invention then consults a database of advertisements, 
which may include competing advertisements from other plumbers, to select an ad to be played. 
The ad played back may be for "Apex Plumbing." Once the ad is played, the caller then receives 
the requested number, or can ask to be connected to the advertised number instead. 

The invention represents a significant improvement over previous public directory 
information or "41 J" services. First of all, while these public directory services are typically 
provided by local exchange carriers (L£Cs) they are not provided toll free to the caller. They 
invariably require a connect charge, for each call to M 41 1/' (such as $1,50, etc.). In the case of 
certain private networks, such as private wireless networks, if they do not charge for the initial 
call, they may charge when a connection is made to a requested number. 

As explained in the Background of the Invention section of Applicant's specification, the 
invention solves a problem for both the consumer and the business who advertises. The 
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consumer has a need to locate the name, address and number of businesses thai can help there, 
but ihe consumer finds the cost of conventional directory assistance services to be excessive. 
There is also a need for many businesses to market to a wide pool of consumers with targeted 
advertisements. By knowing exactly what a particular consumer is looking for at a particular 
moment* one actually interested in the advertised service can be targeted. The targeting can be 
done by associating SIC codes or other such code variables with subject matter areas for the 
advertisements (see paragraphs [0003H0005J and [0013]-[0015] of the specification as 
originally filed). 

The detailed description of the specification further describes bow the system works. For 
example, in paragraph [0005] it is explained that a user calls and is connected to a directory 
assistance service. The user then requests the telephone number of a provider of a specific type 
of goods or services. The system then uses this information, as pan of a selection process, which 
may be carried out by a computer processor operating a database, to determine a subject matter 
area of the request. The subject matter area is then used to select an advertisement categorized 
within that subject matter area from the database. The advertisement is then played back to the 
user. SIC codes can be used in the selection process (see paragraphs [0049]-[00S0] and figures 
4 and 5 of the application as filed). 

Figure 6 provides a more detailed flowchart of the process. The user first calls the 
system (Step 100) and then requests the specific number of a provider of or type of goods or 
services (Step 110). The system then uses that request (possibly along with additional 
information such as the user's location) to derive subject matter information to then select an 
advertisement from an advertising database (Step 120). The system then retrieves the 
advertisement from multiple available advertisements similarly classified and then plays it for 
the user (Step 1 30), Thus by knowing exactly what the subject matter is that a particular 
consumer is looking for at the moment, the advertisement can be targeted to their scope of 
interest (see paragraph [0039]). It is envisioned, for example, that advertisements may be 
purchased by the providers of the specific goods or service to target specific competitor names or 
industry codes. 
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III. Claim 34 was not Anticipated by Pines 

The Examiner had rejected Claim 34 and a number of the claims thai depended from it as 
being completely anticipated under 35 U.S.C. §i02(e) by Pines (U.S. Patent No. 6,970,548). We 
respectfully disagree. 

A. PINES IS DIRECTED TO A COMPLETELY DIFFERENT PROBLEM 

To begin with, Pines is directed to a different problem than Applicant's claimed 
invention. Pines is seeking to provide directory look up services in a private wireless network. 
The present invention is directed to providing a no-cost or low-cost public network directory 
assistance service supported by advertising. Upon entry of the requested amendment, Claim 34 
and the other independent claims would be amended to clarify this distinction. 

More particularly, Pines* system provides access to a database of individual subscribers, 
such as the subscribers of a private wireless network. The private listings database keeps up-to- 
date information regarding such subscribers such as their directory listing, including name, 
address, landline phone number and e-mail address, the wireless number of the subscriber, their 
wireless apparatus identification number (WAIN), a connect field, and other special features 
fields such as group connect information, type of data, data source of listing, special and general 
announcements fields, preannouncement information and other special services information (see 
Pines, column 3, lines 5-20). 

Pines thus requires a subscription to be arranged in advance in order for a number to be 
accessible as a directory assistance listing — in other words, Pines only provides directory 
assistance for telephone numbers for subscribers to a wireless service. Applicant's invention, on 
the other hand, is used in public networks to look up any listing in a public directory. 

A database of private network subscriber information alone, such as in Pines, cannot 
accomplish this. One with skill in the art would never look to Pines alone to solve the problems 
faced by the present invention. 
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B. PINES DOES NOT DETERMINE A SUBJECT MATTER IDENTIFIER FROM 
A REQUESTED TELEPHONE NUMBER, AND THEN USE THAT SUBJECT 
MATTER IDENTIFIER TO SELECT AN ADVERTISEMENT 

Pines admittedly does use an integrated voice response unit to provide preannouncement 
features and closing prompts to the users of the system. In Pines 7 a switch 12 can play any one 
of a variety of closing prompts based on information received from a call completion data packet 
50 (Pines, column 10, lines 1-10). For example, the service provider associated with the private 
network may offer unlimited directory assistance to the user such as for a flat fee per month or 
offering such services free for a promotional period (see Pines, column 10, lines 45-60). 
However, this is merely a reference to the fact that the original call may be provided without cost 
under certain conditions. 

As illustrated in Figure 5 A of Pines, a listing table 52A stores the WAIN listings (that is 
information about each subscribers' wireless apparatus which may include for example the 
wireless phone number, name, directory listed name, address, locality, wireless carrier, billing 
information, special features code and numerous other data fields (Pines column 12, lines 51-55). 
A special announcement field in the listing table 52 A and/or database 1 8 can identify if there are 
any special closing prompts to be played when the number is requested. 

As one example, a preferred provider can elect to have a customized prompt played 
whenever calls are connected to tfte telephone number in that listing (Pines column 13, lines 30- 
42). Thus, these "customized" prompts, even if they are advertisements, are specific to. and 
always associated in foe database with, exactly the same telephone number in the listing. The 
advertisements in Pines are thi^s not associated with a subject matter area — just a telephone 
number. 

Therefore, most significantly, Pines is only suggesting that an advertisement is tied to a 
specific wireless subscribers phone number in the listings table 52a. The message played in 
Pines is always pre-associated with certain companies and certain wireless phone numbers. The 
advertisement that is played in Pines is thus not targeted based on the subject matter nature of rhe 
request but rather simply to the actual phone number requested. 

In Pines, therefore, there is no attempt to 
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examine The requested number; 

determine a subject maner area (e.g. an advertiser SIC category) associated with the 
requested number; and 

automatically select an advertisement (e.g. from a database of multiple advertisements) 
associated with that subject matter area . 

- features that are prominent in all of Applicant's claims. 

Indeed, Pines does not examine the requested number to determine a subject matter 
caicgory ai all. The determination of a subject matter area (a "category search" if you will), is 
meant by Applicant to refer to automatically select an advertisement that is classified in a 
particular area. It is not merely a request to identify a specific provider of the goods or services, 
but rather a request to identify a specific typ e of provider. The identified type is then used to 
select the ad - in a second "search", if you will. As explained above, Pines does not do a subject 
maner search at all, and merely uses the telephone number to play the very same ad associated 
with a specific number. 

it is this distinction, in fact, which highlights the Applicants invention - namely to 
examine the specific request in order to determine a subject matter area. No such examination is 
required in a ''category search" as in Pines since the caller has already named the "subject matter 
area". 

For instance, if the caller's request is that "I am looking for a Butcher Shop", it would 
make sense to play an ad for "Bob the Butcher" since the subject matter is known. However, if 
the caller requests a number for a specific provider of the goods or services - e.g., *Td like the 
number for Joe's Emporium" - that could be a butcher, a baker, or a candlestick maker. Until an 
examination of the request is performed, to determine a subject maner for the request (e.g., and a 
code associated with the subject matter is identified) the ability to target the advertising is non- 
existent, A response which plays an ad for "Sue's", who happens to be a candlestick maker, is 
not effective when the request was for "Joe's Emporium", a butcher. 
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C. THE SUGGESTION TO GIVE A RESTAURANT RECOMMENDATION IS 
ALSO NOT A SUBJECT MATTER IDENTIFICATION AS CLAIMED 

Pines also contemplates providing enhanced traditional directory assistance which is said 
to include services such as "restaurant recommendations, movie times and ticket purchases, 
category searches, alternative language services, direction services and preferred provider 
opportunities", etc. (Pines, column 14, lines 42-52). No further detailed information about these 
"special services" is provided. 

The cross referencing of closing prompts in Pines, for example, to a restaurant preferred 
provider, is apparently in response to a requestor who is performing something Pines calls a 
"restaurant category search. " _Pines has no real details as to what he means by this. What we 
believe thai Pines was describing is a system in which the caller is presented with the ability to 
manually search through a list of restaurants in a specific category. For example, a caller may be 
able to hear a list of restaurants by type (e.g. Italian, Chinese, Take-Out) and then manually 
select a telephone number from this list. 

That is not the same thing as Applicant's claimed invention, which requires examining a 
request, determining a subject matter category, and then automatically selecting an advertisement 
classified within that determined category. In this regard, Pines is no more pertinent than the 
previously discussed Marino prior art, the rejection of which the Examiner has now withdrawn. 

Nowhere does Pines examine the requested number to determine a subject matter area 
associated with that requested number. And nowhere does Pines automatically select an 
advertisement (e.g., from a database of multiple available advertisements) associated with that 
subject matter area. 

Claim 34 should therefore be allowed. 

D. OTHER DEPENDENT CLAIMS ARE ALSO DISTINGUISHABLE FROM 
THE PRIOR ART 

Applicant has also made further amendments to certain dependent claims, which depend 
from Claim 34, that they believe also define over the prior an. 
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Claim 35 specifically requires a step of querying a database to determine the selected 
advertisement, the querying using at least one query parameter from the step of examining the 
request for information. Thus, Applicants invention requires several steps where Pines only has 
one step. Pines looks up a listing and plays an announcement associated with the listing. 

Applicant's Claim 35 contains limitations regarding examining the request for 
information to determine a subject matter area as a first step, using that subject matter area to 
define a query parameter as a second step, and then using that query parameter to select a 
database advertisement as a third step. 

Applicant's Claims 40 and 4 1 are furthermore considered to be patentable over the prior 
an for additional reasons. These claims, upon entry of ihe foregoing amendment, would be 
further definable over even the combination of Pines and U.S. Patent No. 6, 718, 551 issued to 
Swix et al. C'Swix"). 

These claims would further require that the query parameter be a code that is associated 
with the specific provider of goods or services related to the request (an SIC for example). All 
thai Swix suggests is that a process for targeting internet advertising can collect data that records 
data about users of an internet site, note words typed when searching web content or read user 
information, such as the geographic location, and domain type. Swix suggests that the SIC code 
of the employer of the user doing the searching can be used to identify a user of a web browser. 
There is no suggestion in Swix that an SIC code be associated with an advertiser as Applicant 
has claimed. In Swix, there is no suggestion that a database of advertisements arranged by SIC 
codes, for example, is to be used in connection with a telephone directory assistance system, in 
which a query for a specific provider of goods or services is examined to determine a more 
general SIC code, and in turn the general SIC code is then used to select an advertisement. 
Indeed, Swix does not teach selection criteria based on SIC codes at all, but rather simply teaches 
recording the SIC code of a user's employer to further determine a customer profile. 

There is also no practical way to combine Swix, which merely suggests that the SIC code 
of the employer of a user who is performing an internet search be recorded to identify the user 
with Pines, which is a private telephone listing search service. 
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Certain dependent claims (Claims 45-47, 59-61, 75-77 and 81) were rejected as having 
been obvious under 35 U.S.C. 103 in view of Pines and Solomon (U.S. Patent 5,361,295), As 
stated above, Pines does not teach the elements of Applicants corresponding independent claims 
34, 57 and 63. This rejection should be withdrawn for that reason alone. 

However, Solomon also does not teach or suggest the elements added by the dependent 
claims or provide any motivation to be combined with Pines in tjie manner suggested by the 
Examiner. Solomon is concerned with an anonymous interactive telephone system for 
connecting a caller to a "subscriber" ~ without divulging the identity or telephone number of 
either one to the other. Such a system is used, for example, as a telephone "personals" service. 
The "subscriber" in Solomon is thus advertiser, who first publishes an advertisement (such as in 
the print media) with his assigned telephone number. A person (caller) reading the ad, and 
interested in establishing a personal relationship with the subscriber, calls the advertised number, 
which is an anonymous number for the server. Only the "computer" operating the service is 
aware of the actual DID phone numbers of both the caller and the subscriber (Solomon, Abstract 
and Col. llines 12-30). 

What is suggested in the section of Solomon cited by the Examiner (Solomon, col. 16, 
lines 39-50 and fig. 1 8) is that a person responding to a print advertisement dials the telephone 
number in the ad- The caller is then told that the call will cost a fixed amount ($4.00 in the 
example). If the caller decides to accept the charges, then the connection is made. 

Furthermore, in Solomon, the caller is not responding to an advertisement played back 
over the telephone line to the caller in response to a request for public directory assistance. 
Rather, the advertisement in Solomon is played in response to the caller dialing a specific 
telephone number that was seen in a print advertisement. 

Thus, we cannot agree that one of skill in the an would have looked to combine Solomon, 
which is a service that explicitly requires payment by a caller, with Pines, to determine how to 
provide a free-to-the-caller directory assistance service. Solomon is neither a "free-to-the-caller 
service" nor even a "directory information" service. 

Also, the Examiner's purported motivation that one of skill in the an would have 
considered Solomon as making the system of Pines more "efficient" or "user friendly" or 
"preventing the user from hearing advertisements" is not relevant to the Applicant's stated 
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purpose. The Applicant's invention is to provide advertising-supported directory assistance - a 
service in which the callers expect to hear an advertisement for a product or service that they 
may not have directly specified in their original request - in exchange for receiving their 
requested directory assistance information. 

The amended Claims 52 and 53 farther clarify that the connection is made at low cost or 
free of charge to the advertiser associated with the selected advertisement and not to the 
requested number. Solomon merely suggests that the connection bfe made to an advertiser after 
tfoe caller aprees to accept the charges for the call . It is not evident that this connection in 
Solomon is ever made free of charge. 

Certain other dependent claims (e.g., Claims 36, 40-41, 43-44, 49, 55, 58, 67, 70-71, 73- 
74, 79, 85, 87, 90 were further rejected as being obvious in view of Pines alone, or Pines 
Solomon, and Gregorek (U.S. Patent 5,557,658) in combination, or with various combinations of 
Pines, Solomon, and Swix. As stated above. Pines does not disclose, teach or suggest the 
elements of the corresponding independent claims 34, 57 and 63. Thus the dependent claims are 
allowable for the same reasons. 
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CONCLUSION 

In view of the above amendments and remarks, it is believed that all claims are in 
condition for allowance, and it is respectfully requested that the application be passed to issue. If 
the Examiner feels that a telephone conference would expedite prosecution of this case, the 
Examiner is invited to call the undersigned. 

Respectfully submitted, 

HAMILTON, BROOK, SMITH & REYNOLDS, P.C. 



Concord, MA 0 1 742-9 1 3 3 
Dated: 



By 

David J. Thibodeau, Jr. 
Registration No. 31,671 
Telephone: (978) 341-0036 
Facsimile: (978)341-0136 
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